United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



| ATTORNEY DOCKET NO. | CONFIRMATION NO. 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



09/658,141 



09/08/2000 



Yoshimasa Utsumi 



450100-02701 



3562 



20999 7590 01/13/2005 

FROMMER LAWRENCE & HAUG 
745 FIFTH AVENUE- 10THFL. 
NEW YORK, NY 10151 



EXAMINER 



ART UNIT 



VENT, JAMIE J 



PAPER NUMBER 



2616 

DATE MAILED: 01/13/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



y \ 




Application No. 


Applicant(s) 






OfficB Action Summarv 


09/658,141 


UTSUMI, YOSHIMASA 




Examiner 

Jamie Vent 


Art Unit 

2616 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and wilt expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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DETAILED ACTION 
Response to Amendment 

The following is the response to arguments for Claims 1-24 based on applicant's amendment 
dated September 13, 2004. 

On pages 11-12 applicant argues that Yamauchi et al in view of Watanabe et al fails to teach, 
suggest, or disclose the limitation of: "a recording means, if said judging means judges that said first 
memory card is inserted prior to recording copyright-unprotected contents to said first memory card for a 
predetermined period of time" as disclosed in independent Claims 1, 10, 13, and 22. Yamauchi et al 
shows in Figure 105a the judgment of the type of source, first or second memory card, and thereby 
determines what destination, first or second memory card, the contents will be recorded. It is anticipated 
that this method can be done in two ways depending on the number of insertion holes. If one slot is 
present the data would be read from the memory card in the insertion hole and the data would be sent to 
hard drive. Depending on the results from the judgment factor user would enter another memory card, 
first or second, for recording. If two slots were present the data will simply be judged and transferred, 
during a predetermined time, from the respected memory cards as depicted in the display V25 of Figure 
105a. Furthermore, Yamauchi et al is silent on the data being recorded; however, Watanabe et al 
discloses a method of memory card management wherein the data being recorded is copyright protected 
or unprotected as disclosed in Column 9 Lines 38-47. Therefore, by combining the data being recorded 
onto the memory cards of the Watanabe et al system and incorporate the data into the Yamauchi et al 
system would provide a recording and judging means for copyrighted and uncopyrighted material that is 
recorded on a memory card and thereby meeting the limitations. While applicant's points are understood 
the examiner cannot agree and the rejection is maintained. 

Claim Rejections - 35 USC §103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 1-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yamauchi et al (US 
6 5 020,982) in view of Watanabe et al (US 5,590,306). 
[claims 1, 10, 13, & 22] 

In regard to claims 1, 10, 13, and 22, Yamauchi et al discloses a terminal apparatus and a recording 
apparatus with corresponding method comprising: 

• Insertion hole into which a first memory card is inserted for recording copyright- 
protected contents or a second memory card is inserted for recording copyright- 
unprotected contents, the first or second memory cards being substantially the same 
shape (Figure 60 shows the one insertion hole for a memory card as claimed while Figure 
62 shows insertion holes for two memory cards like that shown in applicant's Figure 1 . 
The memory cards can be recorded with copyright or un-copyrighted material depending 
on the data input into the system. Thereby the limitations are anticipated by the 
reference. Furthermore, Figure 61 shows two memory cards both being the same shape); 

• Judging means forjudging whether a memory card inserted into said insertion hole is 
either first or second memory card (Figure 39a step s3 shows the process of determining 
which memory card has been entered into the insertion hole); 

• Recording means which, if said judging means judges that said first memory card is 
inserted prior to recording contents then said recording means temporarily records 
contents to said first memory card for a predetermined period of time (Figure 105a shows 
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the judgment of the type of source, first or second memory card, and thereby determines 
what destination, first or second memory card, should the contents be recorded. It is 
anticipated that this method can be done in two ways depending on the number of 
insertion holes. If one slot is present the data would be read from the memory card in the 
insertion hole and the data would be sent to hard drive. Depending on the results from 
the judgment factor user would enter another memory card, first or second, for recording. 
If two slots were present the data will simply be judged and transferred, during a 
predetermined time, from the respected memory cards as depicted in the display V25 of 
Figure 105 a); 

• Controlling means if the first or second memory card is inserted into the insertion hole 
after the recording means has recorded the contents to the first or second memory card 
and said controlling means automatically transfers the recorded contents from the first or 
second memory card to the inserted first or second memory card (Figure 105a shows the 
controlling of the storing and image copies of the two memory cards as well as recording 
source and contents as further explained in Column 55 Lines 50-65. Furthermore, it is 
seen in Figure 106 that the system records the contents of the a memory card 
automatically transfers the recorded contents to the contents of the other memory card 
and described in Column 56 Lines 29-39); 
however, lacks the recording contents to be copyright-protected and copyright unprotected. Watanabe et 
al discloses a system with copyright-protected (read) and copyright-unprotected (write) as seen in Figure 
5. The write protected or read protected bits of the data cards are set to indicate if the data is protected or 
unprotected as further discussed in Column 9 Lines 39-47. By using an apparatus and corresponding 
method for copyrighting protected and unprotected data contents allows for a clear indication of what 
type of data contents is present on that particular card. 
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Therefore, it would have been obvious to one skilled in the art at the time of the invention to use 
the image data processing of the digitally reproducing an optical data image, as disclosed by Yamauchi et 
al 5 and incorporate the recording contents to be copyright-protected and/or copyright-unprotected on both 
first and second memory cards, as disclosed by Watanabe et al, in order to protect the data contents within 
the memory cards or allow the appropriate data to be recorded onto the memory cards of the system, 
[claims 2 & 14] 

In regard to Claims 2 and 14, Yamauchi et al, discloses a terminal apparatus wherein the insertion hole 
has a plurality of slots into which a plurality of memory cards may be inserted concurrently (Figure 62 
elements 614 and 615 are slots for memory cards), 
[claims 3 & 15] 

In regard to Claims 3 and 15, Yamauchi et al, discloses a terminal apparatus wherein the insertion hole 
has a single slot which accommodates only one memory card and into which said first memory card is 
inserted to have recorded contents before the first or second memory card is removed from said insertion 
hole and replaced by the first or second memory card inserted (Figure 60 element 533 shows the single 
slot as well as the one memory card while Figure 105a shows the contents of the memory cards and the 
contents to be recorded as well as the designations (memory card one or two), 
[claims 4 & 16] 

In regard to Claims 4 and 16, Yamauchi et al, discloses an apparatus for recording contents such as music, 
videos, and games (Figure 74 shows the recording contents can be music, videos, and games through the 
input of elements 602, 814, 817, and 818 and recording onto the memory card 400 or hard disk 819 or 
other mediums), 
[claims 5, 6,17, & 18] 

In regard to Claims 5 and 17, Yamauchi et al discloses an apparatus for recording contents while 
Watanabe et al discloses an copyright protection contents apparatus and corresponding method; however, 
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fails to disclose that the copyright-unprotected contents are constituted by a copyright free software that is 
made up of privately produced contents. 

The examiner takes official notice that it is well known in the art that to produce copyrighted 
material a software application would be used and thereby the software can be produced privately and 
independent from the apparatus. It would have been obvious to one skilled in the art at the time of the 
invention to disclose that copyright free software is used when producing a copyright protected or 
unprotected contents, 
[claims 7, 11,19, & 23] 

In regard to Claims 7, 11, 19, and 23, Yamauchi et al discloses a terminal apparatus wherein the 
controlling means transfers the recorded contents from said first or second memory card to first or second 
memory card inserted in an insertion hole, before erasing the contents from the first or second memory 
card (Figure 1 15 shows the varying modes that can occur to the memory cards including copy, exchange, 
and/or deletion. The process is further described in relation to the memory cards in Column 58 Lines 
35+). 

[claims 8, 12, 20, & 24] 

In regard to Claims 8, 12, 20, and 20, Yamauchi et al discloses a terminal apparatus comprising a 
comparing: 

• means for comparing a recordable capacity of the first or second memory card inserted 
in the insertion hole with the capacity of the recorded contents of first or second memory 
(Figure 76 card type connector 504 confirms various pieces of information added to the 
data obtained from the memory card 400 or card type connector 504 thereby checking 
the recording capacity of each card); 

• controlling means permits the transfer of the recorded contents between the memory 
cards if said recordable capacity of the first or second memory card is judged to be 
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greater than the capacity of the recorded contents in the first and second memory card 
upon comparison by comparing the contents (Figure 76 card selection control unit 629a 
controls and permits the transfer of data from the first and second memory card 
depending on the remaining capacity of the cards); 

• controlling means inhibiting the transfer if the recordable capacity of the second memory 
card is judged to be less than the capacity of the recorded contents of the first or second 
memory card (Figure 76 card data input/output control unit 629c controls the transfer of 
data depending on the recording capacity set by the card type connector 504). 

[claims 9 & 21] 

In regard to claims 9 and 21, Yamauchi et al discloses a terminal apparatus comprising: 

• microphone (Figure 1 camera incorporates a microphone) 

• A/D converting (Figure 1 element 608); 

• Compression processing means for subjecting to a predetermined compression process 
and digital audio signal following the conversion by the A/D (Figure 1 element 609); 

• Compressed digital and audio signal from the compression processing means is recorded 
by the first or second memory card (Figure 1 shows the recording onto the data bus for 
later transfer and recording onto the memory cards). 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing 
date of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 



Application/Control Number: 09/658,141 



Page 8 



Art Unit: 2616 

is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 



Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Jamie Vent whose telephone number is 703-305-0378. The examiner can normally be 
reached on 7:30am-5 :00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Andrew Faile can be reached on 703-305-4380. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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